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DETAILED ACTION 
Claim Rejections - 35 USC § 102 

The following is a quotation of the appropriate paragraphs of 35 U.S.C. 102 that 
fomri the basis for the rejections under this section made in this Office action: 
A person shall be entitled to a patent unless - 

(b) the invention was patented or described in a printed publication in this or a foreign country or in public 
use or on sale in this country, more than one year prior to the date of application for patent in the United 
states. 

Claims 1-8. 10-12. 35-40, and 45-51 are rejected under 35 U.S.C. 102(b) as 
being anticipated by Quijano (U.S. PGPub 2003/0014098 A1). 

Regarding claim 1. Quijano discloses an ablation probe, comprising: 
an elongated member 42 (Fig. 1); 

a heat ablative element 12 mounted to a distal end of the elongated member (pg. 
1,11 1,pg. 3,1128, and Fig. 2); 

a thermoelectric cooling device 13, 14 or 86, 87 mounted to the elongated 
member in thermal communication with the ablative element (pg. 3, H 28 and If 33-34 
and Figs. 2 and 5). 

Regarding claim 2, Quijano discloses the probe of claim 1 , wherein the elongated 
member is rigid. In paragraph 32, Quijano incorporates Behl (U.S. Pat. No. 6,212.433 
B1) by reference. Behl discloses an embodiment wherein the elongated member is rigid 
to facilitate entry of the electrode into the tissue (col. 9, In. 51-59). 

Regarding claim 3, Quijano discloses the probe of claim 1, comprising a plurality 
of thermoelectric cooling devices 13, 14 or 86, 87 mounted to the elongated member in 
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thermal communication with the ablative element (pg. 3, ^ 28 and H 33-34 and Figs. 2 
and 5). 

Regarding claim 4, Quijano discloses the probe of claim 1 , wherein the 
thermoelectric device 82, 83, 86, 87 is formed as an elongated tube that extends 
through the elongated member (pg. 3, ^ 33-34 and Fig. 5). 

Regarding claim 5, Quijano discloses the probe of claim 1 , wherein the 
thermoelectric device is in direct contact with the ablative element (Fig. 5). 

Regarding claim 6, Quijano discloses the probe of claim 1 , wherein the ablative 
element is a radio frequency (RF) electrode (pg. 1 , H 1). 

Regarding claim 7, Quijano discloses the probe of claim 1 , wherein the ablative 
element comprises a plurality of tissue penetrating needle electrodes. In paragraph 32, 
Quijano incorporates Behl (U.S. Pat. No. 6,212.433 B1) by reference. Behl discloses an 
embodiment wherein the ablative element comprises a plurality of tissue penetrating 
needle electrodes (Fig. 6A). 

Regarding claim 8, Quijano discloses the probe of claim 1 , further comprising a 
heat sink 42 thermally coupled to the thermoelectric device (pg. 3, U 37). The catheter of 
Quijano acts as a heat sink. 

Regarding claim 10, Quijano discloses the probe of claims 1 and 8, wherein the 
themnoelectric device comprises a cold side 86, 87 in thermal communication with the 
ablative element and a hot side 82, 83 in thermal communication with the heat sink (pg. 
3. H 33-34 and Fig. 5). 

Regarding claim 11, Quijano discloses an ablation system, comprising: 



Application/Control Number: 10/802.092 Page 4 

Art Unit: 3739 

the ablation probe of claim 1 (see the preceding rejection of claim 1); 

thermal control circuitry 48 electrically coupled to the thermoelectric device, the 
control circuitry configured for transmitting a signal to the thermoelectric device, 
whereby the thennoelectric device cools the ablative element (pg. 3, ^ 34). 

Regarding claim 12, Quijano discloses the ablation system of claim 11, further 
comprising an ablation source 49 coupled to the ablative element (Fig. 1). 

Regarding claim 35, Quijano discloses an ablation probe, comprising: 

an elongated member 42 (Fig. 1); 

a heat ablative element 12 mounted to a distal end of the elongated member, the 
ablative element having a hollow cylindrical portion (pg. 1, H 1, pg. 3, H 28, and Fig. 2); 
and 

a plurality of discrete cooling devices 13, 14 or 86, 87 circumferentially distributed 
around an inner surface of the cylindrical portion (pg. 3, H 28 and H 33-34 and Figs. 2 
and 5). 

Regarding claim 36 see the preceding rejections of claims 2 and 35. 
Regarding claim 37 see the preceding rejections of claims 1 and 35. 
Regarding claim 38 see the preceding rejections of claims 6 and 35. 
Regarding claim 39, Quijano discloses the probe of claim 35, wherein the 
ablative element is a tissue-penetrating electrode (pg. 3, H 31). 

Regarding claim 40 see the preceding rejections of claims 8 and 35. 
Regarding claim 45 see the preceding rejections of claims 1, 3, and 35. 
Regarding claim 46 see the preceding rejections of claims 2 and 45. 
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Regarding claim 47 see the preceding rejections of claims 3 and 45. 
Regarding claim 48 see the preceding rejections of claims 5 and 45. 
Regarding claim 49 see the preceding rejections of claims 6 and 45. 
Regarding claim 50 see the preceding rejections of claims 39 and 45. 
Regarding claim 51 see the preceding rejections of claims 8 and 45. 

Claims 1 and 4 are rejected under 35 U.S.C. 102(b) as being anticipated by 
Panescu (U.S. Pat. No. 5,735,846). 

Regarding claim 1, Panescu discloses an ablation probe, comprising: 
an elongated member 22 (Fig. 7); 

a heat ablative element 16 mounted to a distal end of the elongated member 
(Fig. 7); 

a thermoelectric cooling device 80 mounted to the elongated member in thermal 
communication with the ablative element (col. 7, In. 59 - col. 8, In. 11 and Fig. 7). 

Regarding claim 4, Panescu discloses the probe of claim 1, wherein the 
thermoelectric device 80 is formed as an elongated tube 82, 84 that extends through the 
elongated member (col. 7, In. 59 - col. 8, In. 1 1 and Figs. 7-8). 

Claim Rejections - 35 USC § 103 

The following is a quotation of 35 U.S.C. 103(a) which forms the basis for all 
obviousness rejections set forth in this Office action: 



(a) A patent may not be obtained though the invention is not identically disclosed or described as set 
forth in section 102 of this title, if the differences between the subject matter sought to be patented and 
the prior art are such that the subject matter as a whole would have been obvious at the time the 
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invention was made to a person having ordinary skill in the art to which said subject matter pertains. 
Patentability shall not be negatived by the manner in which the invention was made. 

The factual inquiries set fortli in Graham v. John Deere Co., 383 U.S. 1 , 148 

USPQ 459 (1966), that are applied for establishing a background for determining 

obviousness under 35 U.S.C. 103(a) are summarized as follows: 

1 . Determining the scope and contents of the prior art. 

2. Ascertaining the differences between the prior art and the claims at issue. 

3. Resolving the level of ordinary skill in the pertinent art. 

4. Considering objective evidence present in the application indicating 
obviousness or nonobviousness. 

Claims 9, 41, and 52 are rejected under 35 U.S.C. 103(a) as being unpatentable 
over Quijano (^098) in view of Segal (U.S. Pat. No. 5,755,752). 

Regarding claim 9, Quijano discloses the probe of claims 1 and 8 with a heat 
sink. The claim differs from Quijano in calling for the heat sink to comprise a heat sink 
rod that extends through the elongated member, and a plurality of cooling fins fomned at 
a proximal end of the heat sink rod. Segal, however, teaches a heat sink comprising a 
heat sink rod 50 that extends through the elongated member, and a plurality of cooling 
fins 58 formed at a proximal end of the heat sink rod for more efficient heat dispersion 
(col. 6, In. 12-19 and Fig. 2). Therefore, it would have been obvious to one of ordinary 
skill in the art at the time the invention was made to have provided a heat sink as 
claimed in the device of Quijano in view of the teaching of Segal as an obvious alternate 
type of heat sink with more efficient heat dispersion. 

Regarding claim 41, see the preceding rejections of claims 9, 35, and 40. 

Regarding claim 52, see the preceding rejections of claims 9, 45, and 51. 
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Claim 13 is rejected under 35 U.S.C. 103(a) as being unpatentable over Quijano 
('098) in view of Panescu ('846). 

Regarding claim 13, Quijano discloses the ablation system of claims 1 1 and 12. 
The claim differs from Quijano in calling for the ablation system to comprise a console 
containing the thermal control circuitry and ablation source. Panescu, however, teaches 
a console 90 containing the thennal control circuitry 98 and ablation source 12 (col. 10, 
In. 52-59, col. 11, In. 49-57, and Fig. 8). Therefore, it would have been obvious to one of 
ordinary skill in the art at the time the invention was made to have provided a console in 
the device of Quijano as claimed in view of the teaching of Panescu because consoles 
with control circuitry and an ablation source are obvious and well-known in the art. 



Claims 42-44 and 53-55 are allowed. However, claim 42 would have to be 
rewritten to include all the limitations of rejected claim 35. Likewise claim 53 would have 
to be rewritten to include all the limitations of rejected claim 45. 



The prior art made of record and not relied upon is considered pertinent to 
applicant's disclosure: 



Allowable Subject Matter 



Conclusion 



US 4860748 A 
US 5139496 A 
US 5529067 A 
US 5779696 A 
US 6196839 B1 
US 6212433 B1 
US 6547783 B1 
US 6685702 82 



US 20040079089 A1 



USPAT Chiurco; Anthony A. et al. 

USPAT Hed; Aharon Z. 

USPAT Larsen; Charles E. et al. 

USPAT Berry; Michael J. et al. 

USPAT Ross; Robert Gregg 

USPAT Behl; Robert S. 

USPAT Vilendrer; Kent et al. 

USPAT Quijano; Rodolfo C. et al. 
US-PGPUB Wallach, John M. 
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Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to Alex B, Toy whose telephone number is (571) 272-1953. 
The examiner can normally be reached on Monday through Friday, 8:00 AM to 4:30 PM. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner^s 
supervisor, Linda CM. Dvorak can be reached on (571) 272-4764. The fax phone 
number for the organization where this application or proceeding is assigned is 571- 
273-8300. 

Infonnation regarding the status of an application may be obtained from the 
Patent Application Information Retrieval (PAIR) system. Status infomiation for 
published applications may be obtained from either Private PAIR or Public PAIR. 
Status information for unpublished applications is available through Private PAIR only. 
For more information about the PAIR system, see http://pair-direct.uspto.gov. Should 
you have questions on access to the Private PAIR system, contact the Electronic 
Business Center (EBC) at 866-217-9197 (toll-free). If you would like assistance from a 
USPTO Customer Service Representative or access to the automated information 
system, call 800-786-9199 (IN USA OR CANADA) or 571-272-1000. 
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